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Comments: 



Examiner Dinh: 



Further to our telephone conversation today, attached arc (1) a courtesy copy of the Amendment 
After Final Rejection and Appendix originally filed on April 30, 2002 but not yet received by you, and 
(2) a copy of the date-stamped postcard receipt indicating that the aforementioned papers were filed on 
April 30, 2002. As the application is under Final Rejection and the papers were originally filed on 
Aw'fflaO, prompt consideration of the Amendment After Final Rejection is requested. 

Christopher W. Brown 
Registration No. 3 8,024 



Sent by: rxg D M 

This facsimile is intended only for the use of the individual or entity named above and may contain 
privileged or confidential information. If you are not the intended recipient, or the employee or agent 
responsible to deliver it to the intended recipient, you are notified that any review, dissemination, 
distribution or copying of this facsimile is prohibited. If you have received this facsimile in error, please 
immediately notify us by facsimile or telephone, and return the facsimile to us by mail at the above 
address. 
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The following papers havt beco filed: 





N„™ of Applicant: MartmMffigUNG 
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Title (New Cases): . .. — 

seder's Initial*' EPW:CWB:JSA/TKg _ 











PATENT OFFICE DATE STAMP 



COPY TO BE STAMPED BY PATENT OFFICE 
AND RETURNED BY MESSENGER 
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PATPVT APPLICATION 

RESPONSE UNDER 37 CFR §1.116 

EXPEDITED PROCEDUR E // . 
TECHNOLOGY CENTER ART UNIT 2Sl1=F& lyjg 



IN 



THE UNITED STATES PATENT AND TRADEMARK OFFICE 




In re the Application of 5/1^3 

Group Art Unit: 2827 . 
Martin MIEHLING / P I 

Application No.: 09/512,223 

™™ / Docket No.: 104142 

Filed: February 24, 2000/ 

For TRANSPONDER AND INJECTION-MOLDED PART AND 
5(\ ' METHOD FOR MANUFACTURING SAME 

.un.nMF.^ AFT - ™"i ■ mFCTlON UNDER 17 CFR § 1116 

^V>Director of the U.S. Patent and Trademark Office 
\o)\ N Washington, D.C. 20231 



Sir: 



in reply to th. Office Action mailed January 31 . 2002 and the Advisory Action mailed 
April 18, 2002, please amend the above-identified application as follows: 
I^ TF" CI ATMS : 



1. (Twice Amended) An electrical circuit comprising an integrated circuit, an 
^ antenna and on. or more electrical connections between the integrated circuit and the 

antenna, wherein a. leas, the integrated circuit and the antenna are encapsulated within a 
capsule such that the capsule mechanically connects the integrated circuit ^ the antenna to 
hold me integrated crcui, and the antenna in a fixed position relative to each other, and 
wherein the capsule comprises a thermoplastic resin having a melting pom. of iron, larC to 
250°C and a processing pressure of from S to 40 bar. _ 
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6. (Twice Amended) Transponder comprising an electrical circuit containing at least 
^ one component suitable for interaction with an electromagnetic field encapsulated within a 
capsule, wherein the capsule comprises a thermoplastic resin having a melting point of from 
120-C to 250-C and a processing pressure of from 5 to 40 bar, and wherein the electrical 
circuit is encapsulated by the thermoplastic resin such that at least an integrated circuit and an 
antenna of the electrical circuit are encapsulated by the thermoplastic resin and are 
mechanically connected by the thermoplastic resin to hold the integrated circuit and the 
antenna in a fixed position relative to each other. 

Claims 1-38 are pending herein, with claims 1-15 being under consideration and 
claims 1 6-38 being withdrawn from consideration by way of a restriction requirement. By 
this Amendment, claims 1 and 6 are amended to further distinguish the invention over the 
teachings of U.S. Patent No. 5,800,763 (Hoppe) as discussed more fully below. 

No new matter is added by this Amendment. The amendments to claims 1 and 6 are 
supported by the original specification at, for example, page 5, lines 26-31 (describing the 
characteristic of processing pressure or molding materials) and page 6, lines 1 8-27 
(describing the processing pressure characteristic of the thermoplastic resin of the invention 

as being from 5 to 40 bar). 

Entry of this Amendment is proper under 37 CFR §1 . 1 16 since the Amendment 
(a) places the application in condition for allowance (for the reasons discussed herein), (b) does 
not raise any new issue requiring further search and/or consideration (since the amendments 
amplify lS sues previously discussed throughout prosecution), (c) does not present any additional 
cla,ms without canceling a corresponding number of finally rejected claims, and (d) places the 
application in better form for appeal, should an appeal be necessary. The amendments are 
necessary and were not earlier presented because they are made in response to arguments raised 
in the Advisory Action. Entry of the Amendment is thus respectfully requested. 
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In view of the fining amendments - — rf *" 

application is respectfully requested. 

, r ^ i ^i. f w«u.s.c.JllBl»> 

Claims .-ISwerercjectedunde^U.S.C. §1 0,( !l , a s* 1! ed, yb ein 1S an,icip.«edb y 
U S Patent No. 5,800,763 (hereinafter Hctppe). This rejection is respectfully traversed. 

By way of background, the present* claimed invention relates to an clectricai crrcu,. 
^ transponder containing such electrice, circuit in whtch an inte.ra.ed circuit and an 
antenna arc elactricaHy connected. Because in the art of making transponders the mechamc* 
section between the integrated circuit and the antenna is initially comprise, of only «h,n 
antenna wires (.ypically 20 microns to 60 microns thick,, .he connected integrated circuit and 
antenna are easily destroyed in .ypical further packaging processes such as lamination and 
molding. Thus, as discussed in the background section of .he present application, making an 
intact electrical circuit with such design is very difficult. 

The present invention addresses this problem by encapsulating a. leas, the integrated 
circuit and the antenna (and preferably aUo me electrical connections between tire in.egra.ed 
circu.t and the antenna) in a thermoplastic resm having a melting point of from 120»C to 
250°C and a processing pressure charac.eristic of from 5 .o 40 Ur such mat the thermoplastic 
resin contacts and mechanically connects these components in a fixed relationship respective 
,„ each oUter. This renders me circuit easily handleab.e for further processing and also 
protects the integrity of the electrical circuit in subsequent packaging processes. 

Applican. respec.fl.lly submi.s ma. Hoppc neither teaches nor suggest the electrical 
circuit (Cairn 1) or transponder (claim 6) of the presenUy claimed invention. 

„„ppe describes a method for producing data carriers, i.e., cards with electronic 
modu.es disposed therein. The method involves producing the da.a carrier by pressing, wi,h 
a pressing apparatus, a plastic gramuar materia, or powder around the elements to be 
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incorporated into the data carrier. See column 1. line 65 to column 2, line 4. The invention is 
said to be an improvement over conventional injection molding techniques used to form data 

carriers, 

Hoppc differs from the presently claimed invention in several material respects 
detailed below. Applicant respectfully submits that in view of these differences, one of 
ordinary skill in the art would not have been led to the present invention from the teachings 
of Hoppe- 

First, in the Office Action, it was alleged that the molding compound 1 5 described in 
Hoppe to be used in making the card body corresponded to the capsule as recited in claims 1 
and 6. However, as recited in each of claims 1 and 6 of the present application, the present 
invention requires that the capsule encapsulate at least an integrated circuit and an antenna of 
the electrical circuit suduhati^^ 

be Held in r f - r~™- » -* «*l Such is not achieved in Hoppe 

with molding compound 15. 

For example as explained at column 4, lines 26-28 and again at column 5, lines 17- 
19. Hoppe takes steps to protect the integrated circuit component prior to subjecting the 
component to the pressing operation in which the card body is formed. In particular, Hoppe 
indicates that the integrated circuit and bonding wires thereof are first sealed in a casting 
compound prior to being incorporated into the card body in the pressing operation. 

As such, molding compound 15 that is formed into the card body is not a capsule as 
recited in claims 1 and 6 of the present application because it does not mechanically connect 
an integrated circuit and an antenna to fix these components relative to each other as required 
of the capsule in the present invention. Pre-pressing steps are taken in Hoppe to protect the 
clement, and the molding compound is not used to protect or mechanically connect the 
components of the element. 
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As to the casting compound. Hoppc provides no teachings concerning what this 
material is or how it is used with any specifics whatsoever. Tta* the casting confound of 
Hoppe also cannot be said to have taught or suggested the capsule recited in each of claims 1 
and 6. 

Moreover, one of ordinary skill in the art would no. have ben led » modify ft. use 
made of.be card body moiding compound in Hoppe „ have achieved .he presen. invention. 
Hoppc ..aches fta. fte moiding compound , 5 is .o be used in forming a card body. Hoppe 
does no. .each or sugges, ft., .he molding compound is .o have any proactive function a. « 
as wift fte ca P su,e of.be presen. invention. Stii, further, .he capsu.e of fte present invention 
prefer encapsuia.es on.y -be componen, (iu.egra.ed circui. and an.enna> i,se.f .o pro.ee, 
such componen, The cncapsu.a.ed componen. may .hen be bandied and incorpora.ed inti, a 
card as in Hoppe. for example by injection molding as chained a. page S, tines 1-1 . and 
page, tines 24-29. As Hoppc describes on,y the formation of .he card body Use.f and doea 
no. .each or sugges. separrtc encapsulating P ro.ec.ion means for .be componen. as in fte 
presen. nwention, one of ordinary sWU in fte art would no, have been ied .0 fte presen. 

invention from the teachings of Hoppe. 

Second, as acknowledged in .he Office Action. Hoppe does no. .each or sugges. ft* 
fte moiding compound 15 or .he casting compound mus. be comprised of a .bermopiastic 
resinhavingamemngpoin.infterangeoffromaO-C.oZSC.Candaprocessingpreasure 

cbaraceristic of from 5 .o 40 bar (i.e., a .homoplastic moldable a. iow .emperatin, and !.w 
pressure,. The Pa,n. Office aUcged ft, tins nevertheless would have been obvious to one of 
ordinary skill in fte art. Applicant respectfully disagrees. 

As nofting in Hoppe teaches or suggests any me.ting point property of fte mo.ding 
compound . 5 or casting compound, i. canno. be concluded fta. one of ordinary ski,, in fte art 
somehow would have found .he use of such a .bermopiastic resin obvious. There is simply 
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no oasis in *. .cachings of the ar„o H- ledone of ordinary ** in *« - to have selected 
su ch . thermoplastic n-h. APPhcan, respect*,,., submit, that .he reject i, improper for 

this reason. 

Flrrtb e, it must be emphasised tha, Hoppe teaches replacing injection molding wi.h 
pre ss molding in ^^ion of the card W» in — - - . formation P-cdurc tha, does 
no, reouire the expensive eouipmen. required with injection mo,ding. See column 1. hues 
45-55 of Hoppe. Hoppe docs no, teach or suggest thatthc voicing compound used rn 
forming the cam body is any different - - — " «- * ^ "* ^ 
teaches using u,e same mo.di„g confounds conventionally used in the a* of making card 
bodies (I*, in injection moiding). jus. with a differ, method of processing. 

As expiained at page 5, lines 27-31 of.be present specification, conventional molding 
materia* in the art are polypes having melting temperatures of 300-C to 400-C and 
reouir. typical processing pressures of400 to 1,200 bar. From the teaching, of Hoppe, one 
of ordinary skill in the art *ou.d have been led to still use such a convention., molding 
materia! for formation of the card body, and thus would no, have been M to the present 
invention (and in fact would have been led away from tb. present invention) iowhidllhe 

«. t,...c resin n+t uHmtj+J*** */ ! ^ HIT cW^fcl at I pw . 

EMJ!fiJ o J ^a t . This is dear from the fae, ,h* Hoppe requires a pressing process in 
which higher pressure is applied in melting and shaping the molding compound 15. thus 
indicaUng the use of a conventional high melting point compound mat re,uires higher 
temperatures and pressures (via pressing) to process. Hoppe mcre.y indicates mat the process 
described therein is an improvement over injection molding in retiring -ess expense 
equipment, no, tha, i, rep,aces the moiding compound with a different, lower melting pom, 
material. 
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described in Hoppe, 

Tk. fee .ha, Hoppe uses higher pressures in the pressing process *->• 

f ac, that Hoppe describes « - «*— » — » bC ^ " ' 

casting compound. This is also convention., in 0. -« of injection voiding in an effort .o 
pro.ee, ,hc component, Such i. thus still further evidence ,ha, ,he molding compound , 5 
described in Hoppe is a convention, compound use. in injection mo.ding, i.e.. a compound 
havingahighmeiting temperature andrequinugahigherpressureu.mel, and shape. 

Regarding dependent claims 7 and 1 0, ft. P— OB- -H- « *■ ° f ' 

pol vamidc or a polyviny, chloride wouid have hcen a maner of obvious design choic*. 
A pp,,can, again mus, disagree. Firs,, design choice aione has repeatedly been held ,o not 
e„u.,e to obviousness, and fte mere aUeganon of design choice a.one thus is no, sufficient «o 
^.sh a prima facie case of obviousness. Further, for ail ft. same reasons deUiied above. 
Hoppe does no, teach or suggest the sdeOion of a mermoplastic resin having a m.l,tng 
^peralure of from 120-C ,o250-C and a processing pressure charac.cris.ic of from 5 to 40 
bar at alU and thus i, wou!d no, have been an obvious matter of design choice for on. to have 
sCeCeo a polyamide or a oolyvmy! chloride resin meeting such criteria as reci,ed in Cairns 7 



and 10 



KinaHy, regarding dependent Cain, ,4, ,his Cairn rcci,« tha, the c.p»u.e inCudes a 
serial used as a mold during encapsulauon with fte ftermop.as,ie resin. Hoppe fails U, 
.each or suggest any feature even remo,cly relevan, ,o ,His aspect of fte Calmed invenUon. 
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Column 3, lines 30-31 cited by the Patent Office merely indicates that the molding compound 
1 5 is used as the molding material in forming the card body. This portion of Hoppe does not 
teach or suggest, nor does any other portion of Hoppe teach or suggest, that mold 9 is ever to 



For all the foregoing reasons, Applicant respectfully submits that Hoppe fails to teach 
or suggest the invention of claims 1-15. Reconsideration and withdrawal of this rejection are 
respectfully requested. 



Claim 16 recites a method for manufacturing a transponder including all of the 
limitations of claim 6. Accordingly, upon allowance of claim 6, claims 1 6-28 should be 
rejoined with the application and similarly allowed. 
III. Conclusion 

Tn view of the foregoing amendments and remarks, Applicant submits that claims 
1-38 are in condition for allowance. Should the Examiner believe that anything further 



be incorporated into the final card body. 



TT. 



Rejoinder 
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woM b e i„ orfer " «. appUcaUon U, bcfc condition for aUo W ance, .he 

B^niner is invUed .o con** Applied undo.ign^ repressive a. «h. ....phone 

number listed below. 

Respectfully submitted, 

Edward P. Walker 
Registration No. 31,450 

Christopher W. Brown 
Registration No. 38,025 

Joel S. Armstrong 
Registration No. 36,430 



EPW.CWB:JSA/rxg 
Date: April 30, 2002 



Oliff & Berridge, plc 
P.O. Box 19928 
Alexandria, Virginia 22320 
Telephone: (703) 836-6400 



DEPOSIT ACCOUNT USE 

AUTHORIZATION 
Please grant any extension 

necessary for entry; 
Charge any fee due to our 
Deposit Account No. 1 5-0461 
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